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Priority claim under the Paris Convention

Does the design in the application benefit from the priority under the Paris Convention?
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Notes exception in
regard to lack of novelty, and when submitting priority
documents, at the time of filing international design
applications

Examination Guidelines for Design
Part Vil

Q By claiming a priority under the Paris Convention when filing an application for design
registration in Japan, the applicant will not be treated due to other
filed within the period from the filing date of the earlier application to the filing date in Japan
or publicly known designs. There are some procedural requirements to be met in order for a
priority claim to be effective. In addition, the design filed in Japan must be identical
to the design filed in the first country.

Procedural requirements for claiming a priority

| Direct Filing

o An application for design registration must be filed in Japan within 6 months from the filing
date of the application for design registration, etc. in the first country.

O Declaration of priority must be made at the time of filing the application in Japan.

o Priority documents must be submitted within 3 months from the date of filing the application in
Japan. (A DAS code may be provided instead of submitting a copy of the priority document.)

Applicant - The first country Applicant > JPO
Application Application
Q Within 6 months ® Within 3 months @
Applicant > JPO Applicant > JPO
of priority priority

| Hague System
An Japan must be filed within 6 months from the filing
date of the application for design registration, etc. in the first country.

© Declaration of priority must be made at the time of filing the international application.

© Priority documents must be submitted to WIPO at the time of filing the international application
if ANNEX V is used, or directly to the JPO within 3 months from the international publication.
(A DAS code may be provided Instead of submitting a copy of the priority document.)

“Timing for 3
Applicant - The first country. Applicant > WIPO i
Application International Application Publication

Q Within 6 months o

Applicant > WIPO

Applicant > JPO

Submitting priority documents
(if not using ANNEX V)

* Declaration of priority
« Submitting priority documents (if using ANNEX V)

Requirements for the priority claim to be effective

For a priority claim to be effective, the design filed in Japan must be identical to the design filed in the
first country.

Application filed in the first country Application filed in Japan

. NOT IDENTICAL .

- < -

[Dining dish ] [Dining dish]

[ Since the colors are different, the designs are not considered identical. J

Application filed in the first country
=]

Application filed In Japan

NOT IDENTICAL

[Packaging Bottle ] [Packaging Bottle ]

[ Since the scope of the part for which the design registration is sought is different, these designs are not considered identical. ]

UPDATE ! January 2020

of priority through the WIPO Digital Access Service (DAS) is now

available in Japan.

Applicants may use DAS to electronically exchange priority documents when filing an application in
Japan on the basis of a priority claim to an application filed in the first country (DAS participant) ,
thereby eliminating the need to submit written priority documents to Japan.

UPDATE ! October 2021

For international applications, ANNEX V can now be used to submit priority documents at the
time of filing the international application.
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Designs which can be registered in Japan

Is the design in the application within the scope of the definition of a "design”
under the Design Act in Japan?
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@ Examination Gukdelinesfor ERgAE
Design to be protect (Articte) Part Il Chapter | EF Case examples of reglstered
Design to be protect (Graphic image) Part IV Chapter | designs of newly added subject for
Designto be protect (Bullding) IV Chapterl 3 =

Design to be protect (nterior) Part IV Chapter|l 3

m A tangible object which is a movable distributed in the market.
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gistration No. 1703941

Registration No. 1690992 Registration No. 1537264

[chair] [ Front bumper for
automobiles ]

A "Fabric” containing a pattern is an article. ..
However, a "Pattern,” which can be applied 3

Therefore, it is not within the scope of

LR 45
Registration No. 1695433 protection under the Design Act in Japan.
[Narrow width lace ]

Building

An artificial structure (including a civil
engineering structure) fixed on land

An interior of a store, office, or other facility,
consisting of multiple articles, etc.

Registration No. 1671773
[Building for commerce ]

Registration No. 1671152
[ Interior of bookstore ]

Graphic Image A graphic image used for the operation of the device or displayed as

aresult of the device ing its ions can be

Registration No. 1693484
[ Graphic image for
Information displays ]

Logos and Mascot can't be

Icons for ing software that a company’s logo or
mascot character can be protected.

Within the scope
of a "design”

Out of the scope
of a "design”

Registration No. 1677889
[ Graphic image for icons ]

UPDATE ! April 2020

For a long time, the Design Act in Japan only protected designs for "articles,” but it is now
possible to register designs for graphic images, buildings, and interior as well.
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To avoid a refusal on lack of clarity @

Is it clear what you are seeking to register as a design?

¢ Examination Guldelines for Design
Part lll Chapter |

ulde for Making Applications and
rawings for Design Registration

Clarity of the subject matter for which the design registration is sought

9 In order to obtain a design right in Japan, the usage and function of the article, building, or
graphic image embodying the design, as well as the subject for which design registration is
sought, the shape, pattern, and color of the article, building, or graphic image for which a
design registration is sought, must be able to be specifically derived from the
application form and drawings.

| Article embodying the design
Shoe
| Description of the design
(Not stated)

Clarity of the usage and function of the design

[ cear { The usage and function are clear by ’

| Article embodying the design the title of the article (digital camera)
Digital camera and the drawing.

| Description of Article embodying the design
(Not stated)

| Article embodying the design
Pot
| Description of the design

NOT CLEAR

| Article embodying the design
Shoe
| Description of the design
Colors are ot claimed. Any color
other than those represented
in the figure shall be acceptable.

Colors and patterns represented in the drawing cannot
be excluded by the description. If color is not claimed,
it can be represented, for example, by a line drawing
such as the one on the left.

NOT CLEAR

| Article embodying the design
Pot
| Description of the design

No design registration is requested
for the lower part.

| Article embodying the design | Article embodying the design Ay part Gihatlthan'the part colored
Table Leg Furniture part in red is the part for which the design
the design | of the design registration is requested.

1
(Not stated)
| Reference view showing conditions of use

(Not stated)

"Furniture part” can be used for a
variety of purposes, such as chair leg,

shelf handle, chair armrest, etc., so its
usage and function are not clear.

the aticle ombodying the design

NOT CLEAR

. . | Article embodying the design | Article embodying the design
GuI GUI
I icl the design | of Articl the design
This GUI Is used to launch the (Not stated)
application software used on the

smartphone.

“GUI" can be used for various purposes,
such as icon images, information display

images, screen operation images for
content viewing, etc., so its usage and
function are not clear.

It is not clear where the "lower part” of the description is.
When you want to obtain design rights for a part of an
article, a building, or a graphic image, you can clearly
represent the design by differentiating the appearance
of the drawing such as the one on the left.

UPDATE ! April 2019

Registration No. 1722837
[Tunic]

The drawing for ication for design regi: ion in
Japan have been relaxed to allow objects other than the article for
which a design registration is sought (such as mannequins) to be
represented in the drawings. This type of representation is allowed
if objects other than the article for which the design registration is
sought are clearly specified in the drawings and described in the
description.
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